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THE MAILING DATE OF THIS COMMUNICATION. 
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Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-38, 41 drawn to a multilayer thermoplastic film, classified in class 
428, subclass 40.1. 

II. Claims 39 and 40, drawn to a sign cutting method, classified in class 156, 
subclass 243. 

Distinctness 

— - ~ ~ - - -The inventions are distinct, each from the other because: 

2. Inventions II and I are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the product as claimed can be made by 
materially different process comprising steps cutting images from separate layers and 
joining the separate images into the multilayer image. 

3. Inventions II and III are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product as 
claimed can be used in a materially different process such as process of making self 
supporting molded article. 
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4. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

5. During a telephone conversation with Mr. William C. Tritt on March 29, 2001 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-38, 41. Affirmation of this election must be made by applicant in replying to 
this Office action. Claims 39 and 40 are withdrawn from further consideration by the 

— examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

6. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

7. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a petition under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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8. Claims 1, 4, 5, 9, 14, 16, 18-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Freeman (US 4,946,532). 
Freeman discloses a multilayer thermoplastic film comprising: 

(1) a polyolefin core layer having a first side and a second side (See column 
9, lines 65-66), 

(2) a abrasion resistant first thermoplastic (See column 2, lines 59, 68) skin 
layer overlying the first side of the core layer (See Fig. 5; column 9, lines 9-14), 

. and 

(3) a second thermoplastic (See column 2, lines 59, 68) skin layer overlying 
the second side of the core layer (See Fig. 5; column 9, lines 9-14), 

a composition of the core layer being different than a composition of the skin layers, and 
the core layer and the skin layers being characterized by the absence of PVC. See 
column 10, lines 12, 33-44. A pressure sensitive adhesive overlies the second 
thermoplastic skin layer, and a release liner of polymeric film (See column 2, lines 12- 
14) overlies the layer of pressure sensitive adhesive. See Figs. 5, 6; column 6, lines 12- 
20. The release liner is comprised of a silicone (which by definition is 
polvorqanosiloxane ) release coating composition overlying a backing liner. See Fig. 3A; 
column 6, lines 21-23. The thickness of the multilayer thermoplastic film is from 0.5 or 
less mils to 10 or more mils, and the thickness of the core layer being up to 80-90% of 
the overall thickness, and the thickness of the skin layers (or concentration of the skin 
layers which relates to the thickness) being then up to 10%. See column 3, lines 47-52; 
column 4, lines 5-7. 
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9. Claims 1, 2, 3, 6, 7, 8, 13, 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Sugimoto et al (US 4,888,223). 
Sugimoto discloses a multilayer thermoplastic film comprising: 

(1) a core layer comprising at least one second polymeric material selected 
from ethylene-unsaturated carboxylic acid copolymers, ethylene-methacrylic acid 
copolymers, ionomers, and combinations thereof having a first side and a second side 
(See column 3, lines 6-1 5), 

- — . - ._ ._.(2) _, an a.brasion resistant^ lines 52- 

53) overlying the first side of the core layer (See Fig. 5; column 9, lines 9-14), and 

3) a second thermoplastic (See column 2, lines 59, 68) skin layer overlying 
the second side of the core layer (See Fig. 5; column 9, lines 9-14), 

(4) two or more intermediate layers positioned between the core layer and 
first or second skin layer (See column 3, line 7), and a clear top layer on the skin layer 
(See column 3, lines 20-27), 

a composition of the core layer being different than a composition of the skin layers, and 
the core layer and the skin layers being characterized by the absence of PVC. See 
column 10, lines 12, 33-44. 

One of ordinary skill in the art would easily recognize that the multilayer 
thermoplastic film Sugimoto is clear inherently because the film is made for packaging 
food products from conventionally clear polymeric materials. 
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10. Claims 1, 6, 7, 10, 11, 13, 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Fukushima et al (US 4,542,061). 

Fukushima discloses a multilayer thermoplastic film comprising: 

(1 ) a polyolefin core layer having a first side and a second side (See column 
4, lines 2, 12-14; column 14, lines 50-51), the core layer comprising a light stabilizer at a 
concentration of 500-20,000 ppm based on the weight of the core layer (See column 8, 
lines 3, 9, 28-29), 

— (2)_ _ an abrasion, resistant first thermoplastic skin Jayer tfjonjomers derived 

from sodium or zinc and an ethylene/methacrylic acid copolymer (See column 5, lines 8- 
15) overlying the first side of the core layer (See column 8, lines 3-4), 

(3) a second thermoplastic skin layer overlying the second side of the core 

layer (See column 1, lines 5-8; column 8, lines 3-4), 
wherein a composition of the core layer being different than a composition of the skin 
layers (See column 10, lines ), and coextruded core and the skin layers (See column 7, 
line 50) are characterized by the absence of PVC (See column 1 , lines 17-24; column 3, 
lines 28-43). 

11. Claims 1, 4-7, 12, 13, 16-18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Benjamin et al (US 5,754,269). 

Benjamin discloses a multilayer thermoplastic film comprising: 

(1) a core layer comprising polyolefin having a first side and a second side 
(See column 21, lines 54, 58; column 29, lines 24, 31-33), the core layer being 
pigmented (See column 15, line 44; column 29, lines 1-11, 44), 
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(2) an abrasion resistant first thermoplastic skin layer overlying the first side of 
the core layer (See column 29, lines 24, 31-33), and 

(3) a second thermoplastic skin layer overlying the second side of the core 
layer (See column 29, lines 24, 31-33), 

a composition of the core layer being different than a composition of the skin layers, and 
the core layer and the skin layers being characterized by the absence of PVC. See 
column 20, lines 50-67; column 21, lines 25-67. At least one of the skin layers further 
- - -— ^comprises. antiblock additive, stabilizers . See column 29. jines 44-46. An acrylic 

pressure sensitive adhesive overlies the second thermoplastic skin layer (See column 
22, lines 17, 32-35), and a release liner of polymeric film overlies the layer of pressure 
sensitive adhesive. See column 29, lines 13-15. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 15, 21-23, 26, 28, 29, 31, 33, 34 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Fukushima et al (US 4,542,061) in view of Sugimoto et al (US 
4,888,223) and Tolliver et al (US 4,896,943). 
Fukushima discloses a multilayered thermoplastic film comprising: 
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(1) a clear thermoplastic core layer having a first side and a second side, the 
core layer comprising: (a) a polymer selected from the group consisting of a polyolefin 
having a density in the range of 0.910-0.935 g/cubic cm (See column 4, lines 2, 12-14; 
column 14, lines 50-51) and a second polymeric material such as an ethylene-acrylic 
acid copolymer (See column 4, line 10); (b) a light stabilizer at a concentration of 500- 
20,000 ppm based on the weight of the core layer (See column 8, lines 3, 9, 28-29), 

(2) an abrasion and scuff resistant clear first thermoplastic skin layer of an 
jonomej^denyed and an ethylene/methacrylic acid copolymer (See 
column 1, lines 5-8; column 5, lines 8-15, 20-24) overlying the first side of the core 
layer, the first skin layer comprising a light stabilizer at a concentration of 500-20,000 
ppm based on the weight of the first skin layer (See column 8, lines 4, 9, 28-29), and 

(3) a clear second thermoplastic skin layer overlying the second side of the 
core layer (See column 12, lines 18, 65), the second skin layer comprising a light 
stabilizer at a concentration of 500-20,000 ppm based on the weight of the second skin 
layer (See column 8, lines 4, 9, 28-29), 

wherein a composition of the core layer is different than a composition of the skin layers 
(See column 7, lines 31-56), the skin layers have the same or different composition 
(See column 7, lines 47-50), and coextruded core and the skin layers (See column 7, 
line 50) are characterized by the absence of PVC (See column 1, lines 17-24; column 3, 
lines 28-43). 

Therefore, Fukushima discloses all material limitations of claimed invention 
except that: 
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(1) a concentration of the second polymeric material in the core layer is 2- 

25%, 

(2) an intermediate layer is positioned between the core layer and first or 
second skin layer and a top layer is positioned on the skin layer. 

Sugimoto, as been discussed in the paragraph 9, discloses that two or more 
intermediate layers can be positioned between the core layer and the skin layer (See 
column 3, line 7), thereby adding one more layer to the film has (a clear top layer) (See 
column 3, lines 20-27) for thepurpose of providing higher strength or better barrier 
properties. See column 3, lines 6-17. Sugimoto further teaches that resins of the core 
layer of a coextruded multilayered film (See column 2, lines 27-29) are selected from 
those having a high adhesion to skin layers such as polyolefins, ethylene-acrylic acid 
copolymers, ethylene-methacrylic acid copolymers, ionomers or mixtures thereof when 
the skin layers are made of polyolefin or polyamide. See column 3, lines 14-27. 

One of ordinary skill in the art at the time of applicant's invention was made 
would have been motivated to add an intermediate layer between the core layer and the 
skin layer or a top layer on the skin layer to a film of Fukushima, in order to provide 
higher strength or better barrier properties, as taught by Sugimoto. 

It is well known in the art, that adhesion of layers is enhanced if the layers are 
highly compatible, i.e., have a great affinity, which can be achieved if resins of layers 
are of the same family; or alternatively, if the layers are of resins of different family 
adhesion of layers is enhanced by adding an intermediate layer which is highly 
compatible to adjoining layers, as evidenced by Tolliver (See column 4, lines 60-68; 
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column 5, lines 1-4). One of ordinary skill in the art would easily recognize that it is 
conventional in the art to enhance compatibility of the intermediate layer by making. the 
layer from a blend of incompatible resins of the adjoining layers. 

Therefore, one of ordinary skill in the art at the time of applicants' invention was 
made would have been motivated to make a core layer of a film of Fukushima by 
blending resins (i.e., adding adhesives) such as polyolefins, ethylene-acrylic acid 
copolymers, ethylene-methacrylic acid copolymers, ionomers, that would be expected to 
provide good adhesion of the core layer tojhe skinjayers, as taught by Sugimoto and 
Tolliver. 

Although Sugimoto does not expressly show that the amount of a secondary 
resin added to polyolefin in the core layer is 2-25%, one of ordinary skill in the art would 
readily determine the percentage of each resin in the core layer through routine 
experimentation in order to provide good adhesion of the core layer to the skin layers. 

Therefore, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to optimize the amount of a secondary resin (e.g. 2-25%) added 
to polyolefin in a core layer of Fukushima in order to provide good adhesion between 
layers, depending on nature of the skin layers, as taught by Sugimoto. 
13. Claims 21-28, 30, 31-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Benjamin et al (US 5,754,269) in view of Fukushima et al (US 
4,542,061). 

Benjamin, as been discussed in the paragraph 1 1 , further discloses that a core 
layer incorporates 0-40% of carboxylic acid modifier. See column 16, lines 16-18. An 
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intermediate layer can be positioned between the core layer and skin layer. See column 
21, lines 53-67. The thickness of the film is 0.4-10 mils (0.01 -0.25mm) (See column 22, 
lines 8-14), the core layer being about 60% of the overall thickness. See column 61 , 
lines 53-60. 

Therefore Benjamin discloses all material limitations of claimed invention except 

for: 

(1) a density of a polyolefin being in the range of 0.891-0.97 g/cubic cm, 

(2) a concentration of ajkjht stabilizer in each layer being at_1 000-20,000 

ppm based on the weight of the layer, 

One of ordinary skill in the art would easily recognize that: (1) a density of 
polyolefins conventionally used in abrasion resistant flexible films are in the range of 
0.91-0.935 g/cubic cm, and (2) a concentration of a light stabilizer conventionally in 
used in abrasion resistant flexible films is 500-20,000 ppm based on the weight of a 
layer, as evidenced by Fukushima. See column 4, lines 12-14; column 8, lines 26-30. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicants' invention was made to use a light stabilizer at a concentration 
500-20,000 ppm based on the weight of a layer of Benjamin, as taught by Fukushima. 
14. Claim 41 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Benjamin et al (US 5,754,269). 

Benjamin, as been discussed in the paragraph 11, further discloses that a 
multilayered tape can be used as a cutting film (See column 30, lines 29-30), the cutting 
film comprising: 


Application/Control Number: 09/332,273 Page 12 

Art Unit: 1772 

(a) a core layer comprising polyolefin (See column 21 , lines 54, 58) and 
having opposing major surfaces (See column 29, lines 24, 31-33), 

(b) an abrasion resistant layer on one major surface (See column 29, lines 24, 
31-33), and 

(c) an adhesive priming (promoting) layer (See column 21 , lines 53-57). 
Therefore, Benjamin discloses all material limitations of claimed invention except for the 
cutting film being cut electronically. 

One of ordinary skill in the art at the time of applicant's invention was made 
would easily recognize that the film of Benjamin is cut using a computer. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicants' invention was made to cut the film of Benjamin using a computer. 
15. Claims 37, 38 are rejected under 35 U.S.C. 103(a) as being unpatentable over a 
combination of Benjamin et al (US 5,754,269) and Fukushima et al (US 4,542,061), and 
further in view of Freeman (US 4,946,532). 

Combination of Benjamin and Fukushima, as been discussed in the paragraph 
13, discloses all material limitations of claimed invention except that a release liner is 
provided with a silicone (polyorganosiloxane) release coating composition overlying a 
backing layer before applying a pressure sensitive adhesive. 

Freeman, as been discussed in the paragraph 8, discloses a release liner of 
polymeric film (See column 2, lines 12-14) which is provided with a silicone (which is 
polyorganosiloxane by definition) release coating composition overlying a backing layer 
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before applying a pressure sensitive adhesive (See Fig. 3A; column 6, lines 12-23) for 
providing good release action (See column 4, lines 48-57). 

One of ordinary skill in the art at the time of applicant's invention was made 
would have been motivated to use a release coating composition such as a silicone 
(polyorganosiloxane) release coating composition overlying a backing liner of 
combination of Benjamin and Fukushima, in order to facilitate removal of a release liner, 
as taught by Freeman. 

_ Therefore, it would have been obvious to a person of ordinary skill in the art at 

the time of applicants' invention was made to add a release coating composition such 
as a silicone (polyorganosiloxane) release coating composition of Freeman to a backing 
liner of combination of Benjamin and Fukushima. 

1 6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsoy whose telephone number is (703) 605- 
1 171. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on (703) 308-42514251. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
305-3599 for regular communications and (703) 301-9999 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 


0661. 
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